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DECI SI ON ON_APPEAL

This is a decision on an appeal fromthe final rejection
of clains 21-35 which are all of the clains remaining in the

appl icati on.
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The subject matter on appeal relates to a thernpsettable
pressure sensitive adhesive conposition and to a method of
bondi ng a conponent to a surface using such a conposition.
The conposition includes a polynerization product, an epoxy
resin and a pigment wherein these ingredients and the anmpunts
t hereof are selected such that the conposition is capabl e of
undergoi ng a detectabl e col or change upon reaching a pre-
determ ned | evel of cure. This appeal ed subject matter is
adequately illustrated by independent clainms 21 (the nmethod)
and 35 (the conposition), and a copy of these clains taken
fromthe appellants’ brief is appended to this decision.

The references relied upon by the exam ner as evi dence of

obvi ousness are:

Ryan 3,131, 251 Apr. 28,
1964

Gaussens et al. (Gaussens) 4,230, 766 Cct. 28, 1980
Brenner 4,483, 951 Nov. 20, 1984
G een 4,552, 604 Nov. 12, 1985
Urban et al. (Urban) 4,717, 605 Jan. 5, 1988
Kitano et al. (Kitano) 5, 086, 088 Feb. 4, 1992

Clainms 21-35 stand rejected under the first paragraph of
35 U.S.C. 8 112 as being based upon a disclosure which fails
to satisfy the witten description requirenent of this

par agraph for the now cl ai med subject matter.
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I n addition, the exam ner has nmade the foll ow ng
rejections under 35 U.S.C. 8 103: Claim35 is rejected over
Kitano in view of Urban and Brenner; clainms 21-26, 28-32, 34
and 35 are rejected over Geen in view of Urban and Brenner
claim27 is rejected over Green in view of Urban, Brenner and
Gaussens; and claim 33 is rejected over Ryan in view of G een,
Urban and Brenner.

We refer to the brief and reply brief and to the answer
for a conpl ete discussion of the opposing viewpoints expressed
by the appellants and by the exam ner concerning the above
noted rejections.

OPI NI ON

We cannot sustain any of the rejections advanced by the
exam ner on this appeal.

The exami ner’s section 112, first paragraph, rejection is
based upon his belief that the appellants’ specification does
not contain witten description support for “the limtation in
the claims . . . requiring the selection of ALL of the
adhesi ve conponents . . . to be responsible for the color
change which occurs in the adhesive upon curing thereof” and

that the specification fails to establish “a phase separation
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bet ween t he epoxy and acryl ate polyners, but rather ONLY SOVE
unspeci fied phase separation involving the epoxy pol ynmer
conponent” (answer, pages 7-8; enphasis in original).

However, we do not perceive the appeal ed clainms as being
limted in these respects. For exanple, neither of the

i ndependent clainms on appeal recites that all of the adhesive
conponents are responsi ble for the color change or that a
phase separation occurs between certain conponents. In our
view, none of the concerns expressed by the exanmi ner in the
answer support his conclusion that the now clained invention
includes “new matter” (answer, page 8). It follows that we
cannot sustain the exam ner’'s section 112, first paragraph,
rejection of the clainms on appeal.

We al so cannot sustain any of the exam ner’s section 103
rejections. As correctly indicated by the appellants in their
brief and reply brief, the references applied in these
rejections, while evincing that it was known in the prior art
to use the here clainmed ingredients such as pignments in
adhesi ve conpositions of the type under consideration, contain
no teaching or suggestion of conmbining the appellants’ claimed

ingredients in such relative amounts that a detectabl e col or
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change occurs at a pre-determ ned | evel of cure as required by
each of the independent clains on appeal. Concerning this

i ssue, the exam ner urges that conbining the ingredients in

t he amounts taught by the applied references woul d have

yi el ded a conposition that “woul d apparently effect a col or
change therein upon cure thereof” (answer, page 10). However,
t he exam ner has advanced no evidentiary support (and we
percei ve none independently) for the proposition that an
adhesi ve conposition taught or suggested by the applied prior
art would necessarily or inherently undergo a detectable color
change upon reaching a pre-determ ned | evel of cure as clainmed
by the appellants. Thus, we are constrained to concl ude that
t he exam ner’s aforequoted position nust be based upon

conj ecture, speculation or assunption. It is appropriate,
therefore, to remind the exam ner that a rejection under

35 U S.C. 8 103 nust rest on a factual basis rather than

conj ecture, speculation or assunption. In re Warner, 379 F.2d

1011, 1017, 154 USPQ 173, 178 (CCPA 1967), cert. denied, 389

U S. 1057 (1968).
In summary, none of the rejections before us on this

appeal can be sustai ned.
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The deci sion of the exam ner is reversed.

REVERSED

Bradley R Garris

Adm ni strative Patent Judge )
)
)
Thomas A. Waltz ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Jeffrey T. Smth )
Adm ni strative Patent Judge )
BRG. t dI
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APPENDI X

21. A nmethod of bonding a conmponent to a surface
conprising the steps of:

(a) disposing a thernpsettable pressure sensitive
adhesi ve conposition between said conmponent and said surface,

said pressure sensitive adhesive conposition conprising

(i) the polynerization product of a nononeric or
partially polynmerized conposition conmprising at |east one
pol ymeri zabl e acrylic or methacrylic acid ester of a non-
tertiary al cohol;

(ii) a thernosettable epoxy resin; and
(i) a pignment,

said polynerization product, said epoxy resin, said
pi gment, and the relative anmobunts thereof, being selected such
t hat said pressure sensitive adhesive conposition undergoes a
det ect abl e col or change upon reaching a pre-determ ned | eve
of cure; and

(b) curing said pressure sensitive adhesive conposition
until said conposition undergoes a detectable color change to
forma thernoset adhesive bondi ng said conponent to said
sur face.

35. A thernosettable pressure sensitive adhesive
conposition conprising:

(i) the polynerization product of a nononeric or
partially polynmerized conposition conprising at |east one
pol ymeri zabl e acrylic or nmethacrylic acid ester of a non-
tertiary al cohol;

(ii) a thernosettabl e epoxy resin; and

(iii) a pignent,
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said polynerization product, said epoxy resin, and said
pi gnment, and the relative ambunts thereof, being selected such
that said pressure sensitive adhesive conposition is capable
of undergoing a detectable col or change upon reaching a pre-
determ ned | evel of cure.



